UNITED STATES PATENT AND TRADEMARK OFFICE

THIS OPINION IS NOT Trademark Trial and Appeal Board
CITABLE AS PRECEDENT P.O. Box 1451
OF THE TTAB Alexandria, VA 22313-1451

Mai | ed: February 14, 2005
Opposition No. 91157069
K. P. Sports, Inc.

V.
Arnmor Gear LLC

Bef ore Hohein, Holtzman and Rogers,
Adm ni strative Trademark Judges

By the Board:
Two applications have been filed by Arnmor Gear, LLC for
t he marks ARMOR GEAR' and ARMOR GEAR and design,? as shown

bel ow,

for “luggage, nanely, trunks, travel bags, carry on bags,

duffel bags, backpacks, fanny packs, shoe bags for travel,

1 Ser. No. 78139227 was filed on June 26, 2002, clainmng a date
of first use of March 15, 2002 and first use in conmerce of My
16, 2002; “gear” is disclained. The application was

i nadvertently issued as Reg. No. 2827692 on March 30, 2004 after
this proceedi ng had been instituted. Accordingly, such
registration will be forwarded to the Ofice of the Comi ssioner
for Trademarks for appropriate action.

2 Ser. No. 78139230 was filed on June 26, 2002, claiming a date
of first use of March 15, 2002 and first use in conmerce of My
16, 2002; “gear” is disclained.
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travel bags for golf clubs, shoul der bags, gym bags,
athletic bags, all-purpose sports bags, brief bags, travel
bags for |aptop conputers, travel bags for | aptop
accessories and discs, garnent bags for travel, toiletry
cases sold enpty” in International C ass 18.

The applications have been opposed by K P. Sports,
Inc., claimng owership of two registrations for the mark
UNDER ARMOUR® as wel | as two registrations? and three
pendi ng applications for marks containing the word GEAR

(hereinafter “CGEAR marks”) for “a wide variety of apparel”.?®

® Reg. No. 2279668, issued Septenber 21, 1999, is for the mark
UNDER ARMOUR for “clothing, nanely, T-shirts, long sleeve shirts,
turtle necks, nmock turtle necks, hats, shorts, shirts, |eggings,
j erseys, pants, headwear for wi nter and summrer, under wear, tank
tops (rmale and fermale), winter caps, sweat shirts/pull overs,
wonens bra” in International O ass 25.

Reg. No. 2509632, issued Novenber 20, 2001, is for the mark
UNDER ARMOUR and desi gn, as shown bel ow,

UNRNDER ARMNMIDUR
for “clothing nanmely, shirts, hats, pants, T-shirts, underwear,
brassiere and shorts” in International C ass 25.

* Reg. No. 2692752, issued March 4, 2003, is for the mark
HEATGEAR, for “clothing, nanmely, T-shirts, shorts, shirts,

| eggi ngs, underwear, tank tops and wonen’s bras” in Internationa
C ass 25.

Reg. No. 2663055, issued Decenber 17, 2002, is for the mark
TURFCGEAR, for “clothing, nanely, long sleeve shirts, turtle
necks, nock turtle necks, shorts, shirts, |eggings, underwear,
shorts” in International C ass 25.

® The applications identified as pending in the notice of
opposition have since registered. They are: Reg. No. 2774679,
i ssued Cctober 21, 2003, for the mark LOOSEGEAR, for “cl ot hing,
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Opposer all eges that applicant’s marks, when used on or in
connection with applicant’s goods, are likely “to cause
confusion, to cause m stake, or to deceive”; and that
opposer’s UNDER ARMOUR marks are fanobus and will be diluted
by registration of applicant’s ARMOR GEAR narks.

In its answer, applicant denied all the salient
all egations of the notice of opposition.

This case now cones up on applicant’s notion for
summary judgnent on |ikelihood of confusion and dilution,
filed June 4, 2004.° As grounds for its notion, applicant
contends that the marks are different; that the parties’
goods are unrelated; that the word “arnor” is weak and the
word “gear” is descriptive; and that dilution cannot be
proven given the nunerous third-party uses of “arnor” and

the dissimlarity of the marks at i ssue.

nanely, T-shirts, long sleeve shirts, tank tops, shorts and
shirts” in International Cass 25;

Reg. No. 2842211, issued May 18, 2004 under § 2(f), for the
mar k COLDGEAR, for “clothing, nanmely, shirts” in International
Class 25; and

Reg. No. 2844252, issued May 25, 2004 under 8§ 2(f), for the
mar Kk ALLSEASONGEAR, for “clothing, nanely shirts” in
International O ass 25.
® The delay in deciding this nmotion was occasi oned when opposer
filed a notion to conpel virtually sinultaneously with the tine
applicant filed the notion for summary judgnent. The Board
suspended proceedi ngs based on the notion to conpel and opposer
argued that it need not respond to the notion for sunmary
j udgnent based on the suspension order. The notion to conpel was
deni ed on August 30, 2004 and opposer was allowed tine to respond
to the notion for sunmary judgnent.
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Opposer has responded and contends that the marks are
simlar; that the goods are simlar; that it manufactures
and sells clothing itens and accessory itens used by
athl etes and the general public that include duffel bags and
equi pnent bags; that it does so under its UNDER ARMOUR and
various “CGEAR’ marks; that such use pre-dates applicant’s
use of its marks; that opposer’s goods are extensively
mar ket ed t hroughout the United States in all channels of
trade; that applicant’s channels of trade and advertising
are not limted and, in fact, include the same avenues of
commerce as opposer uses; that both parties’ goods are
presumably sold to the sane class of purchasers; and that
opposer’s marks are wel |l -known and fanous.

The burden is on the party noving for summary judgnent
to denonstrate the absence of any genui ne issue of materi al
fact, and that it is entitled to sunmary judgnent as a
matter of law. Fed. R Cv. P. 56(c). See also, Celotex
Corp. v. Catrett, 477 U. S. 317 (1986). The evidence of
record and any inferences, which may be drawn fromthe
under |l yi ng undi sputed facts, nust be viewed in the |ight
nost favorable to the non-noving party. See O de Tyne Foods
Inc. v. Roundy’'s Inc., 961 F.2d 200, 22 USPQd 1542 (Fed.
Cr. 1992). 1In considering the propriety of summary
judgnent, the Board may not resolve issues of material fact

agai nst the non-noving party; it may only ascertain whether
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such issues are present. See Opryland USA, Inc. v. Geat
American Music Show, Inc., 970 F.2d 847, 23 USPQRd 1471
(Fed. Gir. 1993); and Lloyd’ s Food Products Inc. v. Eli’s
Inc., 987 F.2d 766, 25 USPQ2d 2027 (Fed. Cir. 1993).

In support of its notion, applicant submtted the
declaration of Sharon R Smth, applicant’s attorney, with
copies of printouts fromthe USPTO dat abase of third-party
regi strations containing the terns “gear” and “arnor” or
“arnmour”; and the declaration of TimHarrington, CEO for
applicant, attesting to applicant’s dates of use; and the
extent of use of its two invol ved ARMOR GEAR narks; and
of fering evidence found on the Internet of third-party uses
of the terns “gear”, “arnour” and “arnor” for the sane or
siml|ar goods as those involved herein.

In support of its opposition to the notion, opposer

submitted’ the declaration of Scott Plank, Chief

! It is noted that opposer’s entire subnmission was filed as a
confidential docunent and under seal. Tradenark Rule 2.127(d)
provides that if a party submits a notion containing confidential
i nformati on under seal, the party nust also subnmt for the public
record a redacted version of the notion. In that the notion
itself contained no identifiable confidential information, it has
been entered into the public record. The exhibits to the
subm ssion remain under seal. See also Trademark Rule 2.27(e).
Moreover, it is not clear why the entirety of opposer’s
decl arati ons and the supporting exhibits were submitted under
seal in that the only itens that appear to be proprietary are
opposer’s sales figures (f 12 of the Plank decl aration) and
applicant’s response to interrogatory No. 6 (an exhibit to the
Grgenti declaration). The other itens appear to be publicly
avail able. Accordingly, opposer is allowed until 20 days from
the date of mailing of this order to submt a copy of the
decl arations and exhibits for the public record with any
confidential material redacted. |If no response to this order is
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Adm ni strative Oficer of opposer, attesting to opposer’s
use of its marks and referencing attached phot ocopi es of
status and title copies of the registrations clainmed by
opposer; and the declaration of John Grgenti, a paral egal
from opposer’s counsel’s law firm introduci ng sone of
applicant’s discovery responses, and supporting photocopies
of printouts fromthe LEXIS news database; printouts from

t he USPTO dat abase of applicant’s subject applications; and
printouts of various third-party web pages.

Havi ng carefully considered the materials and argunents
submtted by the parties in connection with their notions,
we reach the follow ng concl usions:

Dilution

In support of the notion for summary judgnent on this
i ssue, applicant points to third-party use of the terns
“arnor” and “gear” and contends that dilution cannot be
est abl i shed because opposer’s marks are not so distinctive
that the public inmmedi ately associ ates the UNDER ARMOUR mar k
W th opposer, and, primarily, that the nmarks at issue are
not essentially the sane for purposes of the dilution claim

For the Board to find that dilution has occurred, or is
likely to occur, we nust find that the invol ved marks are
nmore than nerely simlar; a party nust show that the marks

are identical or “very or substantially simlar.” See Toro

received, all of the material will be nmade part of the public
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Co. v. ToroHead Inc., 61 USPQ2d 1164, 1183 (TTAB 2001).
Wil e the marks ARMOR GEAR and UNDER ARMOUR share the
phonetically identical term*“arnor”, we find that there is
no genuine issue that the marks in their entireties are not
substantially simlar for dilution purposes. This is true
for the parties’ typed marks, and especially true for the
parties’ conposite word and design marks. Trial of the
dilution claimand recei pt of evidence on the degree of fane
of opposer’s marks, and when the marks becane fanous, would
have no bearing on the factual issue regarding the
dissimlarity of the marks.

Accordingly, applicant’s notion for summary judgnent on
dilution is granted, and opposer’s claimof dilution is
di sm ssed.

Li kel i hood of Conf usion

As to the GEAR Mar ks

As one of the grounds for its |ikelihood of confusion
claim opposer conpares applicant’s ARMOR CEAR and ARMCOR
CEAR and Design marks to its various GEAR marks used in its
apparel line. QOpposer explains that in opposer’s
advertising, its “CGear Marks display the UNDER ARMOUR
trademark in close proximty to the GEAR brand bei ng
advertised.” (Brief in opposition, p. 8 and characterizes

its “gear marks” as secondary trademarks (Brief, p. 2).

file.
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Further, applicant has established through evi dence of
third-party use that there is no genuine issue of nmateri al
fact that the term*®“gear” is a highly descriptive, if not
generic, termfor clothing or for equipnent that is
specially suited for a particular task. Thus, in conparing
applicant’s marks wth each of opposer’s “CEAR’ marks, the
dom nant el enents of these marks are those portions other
than the term “GEAR’. The dom nant portions of applicant’s
marks (the word “ARMOR’ in both of its marks and the
armadi |l | o design in the ARMOR CGEAR and Design mark) are not
at all simlar to the dom nant portions of opposer’s marks
(“HEAT”, “TURF’, “LOOSE’, “COLD’, and “ALLSEASON'), in terns
of sight, sound, neaning or overall commercial inpression.
Accordingly, as a matter of law, we hold there is no
I'i kel i hood of confusion between any one of opposer’s “GEAR’
mar ks and either of applicant’s ARMOR CEAR narks.
Applicant’s notion for summary judgnent is granted as
to opposer’s various “CGEAR’ marks, and the cl ai munder
Section 2(d) based on such marks is di sm ssed.

As to the UNDER ARMOUR Mar ks

A determ nation of whether there is a |ikelihood of
confusi on between opposer’s UNDER ARMOUR mar ks and
applicant’s ARMOR CEAR marks presents a different situation
on summary judgnent. After a review of the evidence, we

find that opposer has raised genuine issues of material fact
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as to the strength of its UNDER ARMOUR marks, their
di stinctiveness and whether they are so strong and
distinctive as to be considered fanous marks. Put another
way, as the noving party, applicant has not shown an absence
of a genui ne issue that opposer’s UNDER ARMOUR mar ks are, as
appl i cant contends, weak. \While applicant has provided
several instances of third-party use (e.g., through the
Internet) of “arnor” or “arnour” marks, the evidence is
l[imted and there is no evidence as to how extensive the
uses are and whether they are active and continuing at this
time. Additionally, there is a genuine issue as to the
rel atedness of the parties’ respective goods and, in
particul ar, the conplenentary nature of the goods. The
i ssue of |ikelihood of confusion between applicant’s ARMOR
CEAR mar ks and opposer’s UNDER ARMOUR mar ks cannot be
resol ved by summary j udgnent.

Applicant’s notion for summary judgnent is denied as to
opposer’s section 2(d) claimbased on its UNDER ARMOUR
mar ks.

Proceedings are resuned and trial dates are reset as

provi ded bel ow

Discovery period to close: CLOSED

30-day testimony period for party in position of plaintiff 5/15/2005
to close:

30-day testimony period for party in position of 7/14/2005
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defendant to close:

15-day rebuttal testimony period to close: 8/28/2005

In each instance, a copy of the transcript of testinony
together with copies of docunentary exhibits nmust be served on
the adverse party within thirty days after conpletion of the
taking of testinony. Trademark Rule 2.125.

Briefs shall be filed in accordance with Trademark Rul e
2.128(a) and (b). An oral hearing will be set only upon

request filed as provided by Trademark Rule 2.129.

In sum applicant’s notion for sunmary judgnment is hereby
granted as to opposer’s claimof dilution and with respect to
opposer’s claimof a likelihood of confusion based on
opposer’s “GEAR’ nmarks.® However, summary judgment is denied
as to opposer’s claimof |ikelihood of confusion based on

opposer’s UNDER ARMOUR nar ks. °

8 The parties are reninded that our decision granting partial
sumary judgnment is interlocutory in nature and may not be
appeal ed until a final decision is rendered in the proceeding.
Copel and’ s Enterprises Inc. V. CNV Inc., 887 F.2d 1065, 12 USPQRd
1562, 1565 (Fed. G r. 1989).

° The parties are renminded that evidence submtted in connection
with a notion for summary judgnent is of record only for purposes
of that notion. |f the case goes to trial, the sunmary judgment
evi dence does not formpart of the evidentiary record to be
considered at final hearing unless it is properly introduced in
evi dence during the appropriate testinony period. See TBW §
528.05(a) (2d ed. rev. 2004). Further, nerely because the Board
has identified certain issues as in dispute and concl uded t hat
one of opposer’s 2(d) clainms is not suitable for resolution by

10
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. 000.

summary judgnent, does not nean that opposer need only offer
proof on those issues at trial. |In trying the remaining 2(d)
claim the parties are responsible for trying it in full.

11



